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This is a response to a September 29, 1999 Petition Under 37 CFR 
1.182, requesting relief from the current requirements for 
Informatio'n Disclosure Statements under 37 CFR 1.93 in view of 
the need to file multiple applications relating to different 
aspects cf a particular invention. The petition will be treated 
as" two separate petitions: a first petition under 37 CFR 1.132, 
relating to submission of an electronic search tool and the need 
to orctect proprietary information therein, and a second petition 
under 37 CFR 1*133, requesting relief from the § 1.93 provision 
which recuires fiiir.g p'aper copies of references being cited in 
each of many related applications. 

A Decision on the petition under 37 CFR 1.132 re the electronic 
search tool will be issued -n cue course. 


The oetition under 37 CFR 1.133 re the submission ; 
codes- of IDS citations in a holding application i; 
-he extent set forth below. 


;he Decision is set forth in five parts 
?5r- I. Backcround 
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?ar_ IV. S urinary 

Part V. Further Correspondence 

Part l . Background 


The instant national stage application filed under 35 U.S.C. 371 
currentiv contains claims 77-153 with three independent claims. 
The~instant apciication is one of about 200 U.S. applications 
"("either filed" or to be filed) with each U.S. application having 
as many as 40 corresponding foreign applications (either filed or 
to be filed) , the applications relating to different aspects of 
the invention. An Information Disclosure Citation List has been 
submitted that lists 259 U.S. patents, 359 foreign patent 
documents, and 43 other references for a total of 671 citations. 
Additionally, a list of related cases has been supplied 
cort=*r.*nc 31 U.S. abdications and 52 PC? applications. Paper 
copies"have not been* supplied in the related applications of any 
of" the citations or the identified related cases. 

37 CF?, 1.56(b) (1) requires disclosure to the Office cf 
information that "establishes, by itself or in combination with 
other information, a prima facie case of unpatentability cf a 
claim...-" Such disclosure can be made by an Information 
Disclosure Statement (IDS) in the manner prescribed by 37 CFR 
iTs7~and 1.98. 37 CFR 1.56(a). 

5at< cr , 0 >- as ; <s "[wihether the information cited in the manner 
orcocsed in fcetition; Section 3.1.1 ... is a disclosure that is 
"sufficient to* meet the requirements of 37 CFP. § 1.56." To the 
S . /T . 3 ~r -v, a - t j,i S cuescion refers to the consent of the .disclosure 
and the "Particulars of the subject applications, the Office will . 
not answer the Question. It is Office practice not to attempt to 
de#.'no how an individual "ensures" compliance with the rule in a 
particular aociicaticn. .jjse, a. a., MPEP 2004 . Because 
determinations on this issue require an evaluation of the intent 
or r*" s pa^tv involved, the Office declines to investigate the 
cuest^cr.. £ss. MPS? 2010. To the extent that Petitioner's 
question concerns the form in which the disclosure is provided, 
rule 5 6 permits a disclosure in a combination cf pacer and 
electronic formats. 

VJcriar, in addition to meeting the duty set forth in 37 CFR 
I. si'to'dlsclose material information, also wishes zz disclose to 
the Cf-ioe information that may net meet the definition of 
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materiality as set forth in the rule 1 . Information identified by 
U.S. or foreign examiners in any of the related U.S. and foreign 
applications would be cited in each of the related U.S. 
applications. 2 In addition, Petitioner seeks to submit "other 
information in each of the related U.S. applications, such as all 
the co-pending U.S. applications that relate to the invention 
(useful* for determining possible double patenting rejections), 
and foreign search reports. Petition, page 4. 

Rather than be required to submit, via a paper copy, each piece 
of information in each application each time the information is 
obtained, Petitioner seeks to have: 

(1) (a) one application (the instant application) identified 
as a NN holding" application which would contain a complete 
set of paper copies of references; the paper copies to be 
submitted" in only the "holding" application; 

(b) the other related pending U.S. applications, hereafter 
referred to as the bulk filing applications, will not 
contain the paper set of reference copies but will contain 
other information, e.g., a copy of the decision on petition 3 
permitting such procedure and a copy of the Form 1449 (or 
equivalent) ; 4 and 

(2) an "electronic search tool" 5 containing different types 
of information. 

The information supplied via the paper copies would be updated 
monthly, rather than as received from U.S. and foreign -examiners, 
and cancellation of this arrangement would be ar. option far bctn. 


Reference to MPS? 2001-05, Petition, page 2. 

Petition, page 2. The present petition requesting relief 
does not set forth any commitment nor intent by applicant to 
screen such information for relevancy to each of "he U.S. 
applications in which the information is being cued. 

v . . . 

2 The oricinai of which would be m the ins tar. t no-cmg 

application . 

•*co^ Petition under 27 C7R 1.15 2, infra. 
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Petitioner and the Office upon notice. These, and ether more 
specific conditions, are discussed in further detail in regard to 
the § 1.182 oetiticn, below. 

Petitioner has essentially requested relief in two areas: (1) 
treatment of information in an electronic search tool, to be 
submitted independent of any particular application, as in 
compliance with IDS submission requirements for all bulk filing 
applications, and (2) the ability to provide the paper copies of 
each reference in an IDS submission in only one of the bulk 
filing applications (the instant holding application) -as well as 
two additional sets of copies rather than as is normally required 
in each application for which the reference (IDS citation) is to 
be considered. These two areas of relief are independent of each 
other and drawn toward different regulations. Accordingly, the 
oetition has been treated as two petitions, and the present 
decision addresses the two areas of requested relief separately. 
While it is undeniable that relief in both areas would be of 
benefit to Petitioner, the granting of relief in one area does 
not, in fact, require the granting of relief in the ether. 
Moreover, in view of the need to further consider the requested 
relief related to the electronic search tool, deciding the 
requested relief issues separately permits at this tine a partial 
grant of the original petition. 5 

Par* "I. ^titicr under V CTR 1.132- Electronic Search Tool 

The issues involving the electronic search tool are mere 
extensive than these relating to the requirement for paper copies 
in each bulk filing aopiicaticn and more time is needed to fully 
consider and address them. Accordingly, :he petition undar 
§ 1.182 shall not be decided at this time and is not treated in 
the instant decision on the § 1.163 petition although it will 
continue to be considered, with a decision rendered in due 
course. 


V 


5 It is recognized that petitioner believes the issues 
presented bv the" petition may not be decided independent of one 
another as both the caper copy issue and the electronic search 
tool issue recresent the most complete solution to duty*f= 
disclosure issues under 27 CFR 1.56, Petition, fn. 5. ; 
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The submitted petition fee of 5130 will be treated as the § 1.133 
petition fee. 

"7 C C R "• Q 3 -ecuires that any information disclosure statement 
provideYccoy'cf ail patents, publications or other information 
submitted under 37 CFR 1.97 for consideration oy t.ie Of rice. 37 

1.97 notes that information disclosure statements are 
considered in recard to the application in which tney are nlea^ 
See also MPS? 609, page 600-102, right-hand column, ana page 600- 
103, left-hand column. 

Paoer conies: Petitioner notes that the instant application is 
one'of 20i "fcl'< filing applications that will be or have oeen 
r-',«d in regard to a particular technology. Accordingly, 
Petitioner reauests that .^H^cj nal °*P^ cociea or each 
relirence, brought to. the attention of the Office m regard .o 
lly one individual acplication, not be required tc oe suomi^ea 
S y each such application. Rather, it is request ec that three 
complete sets of paper copies be permitted to be riled: one seu 
So- the instant acoiication which will be designated as a holding 
ideation; one set to be used to establish new subclasses tor 
the techno iogv; and one set to be used as a reference set snould 
e??her or £o?h of the other two sets become corrupted (Petition, 
pages 6 and 7} . ' 

Once oast the initial IDS submission, it is proposed ^at 
acolicant would iracate the IDS submissions once a ncntn, rat..er 
than" evarv time a new reference is found, aitnoucn tne ..ime 
-ames required bv § 1.97 would have to be compiiac wit.,, ^r„cn . 
may mean that submissions may occur mere rrequen-y tnan once a 
month- 

- 0 _ 1AdQ . m addition ro submission of the three sets of paper 
codes' 'in* the instant "holding" application, the petition 

rcnoses that ea^ of the bulk filing applications would c -ve 
* Form ^49 listinc the reference citations (Petition, cage 7) 
In"the":orm 1449 (in each of the bulk filing applications would 
be undated, oursuar.t to the time requirements oz * ,.9;, eac. 
time* the three sets of paper copies are ucaatea. .he ?et_.-on io 
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silent as to whether other types cf information, that may be 
submitted in the holding application IDS, e.g., concise 
explanations of foreign language documents under § 1.98U)(3), 
would also be supplied in ail the buifc filing applications. 

Suspension of action: In view of the use of the instant 
application as a holding application (tc contain a complete set 
of" oacer cccies of reference citations, which can be consulted by 
the* examiner when examining any of the other buix filing 
aociications that have, a Form 1449 but not the paper copies), the 
petition states that upon allowance of the instant holding 
aooiicaticn the right is reserved to file a petition to suspend 
action in the instant application so that the application can ■ 
remain as the holding application (Petition, page 7). 
Alternatively, upon agreement cf the Assignee and a Director of 
the Technology Center involved, an alternate application may be 
designated as the holding application. 

Mew subclasses : The petition envisions an affirmative duty on the 
Technology Center to" establish new subclasses that will include 
each of the references submitted during the course of prosecution 
of the~bui'< filing applications. 5 In addition, the Office is to 
agree that " [e] xaminers will be required to search these newly 
created subclasses" (from submissions by the Assignee and later 
by others) "as part of the routine patent prosecution process. 99 
Petition, page 3. 

Termination : Petitioner seeks a right of termination, 3 which is 
to'be a mutual octicn. Termination is to be by written notice, 
to the attorney of record if the Office terminates and -the filing 
cf a termination request and by contacting the Director of. TC 
2800 if applicant terminates. Conventional IDS procedures -would' 
becin three months after notice cf termination. 


9 The new subclasses will later be supplemented by references 
supplied brothers who may file applications related to the same 
technology. K 

'Although termination is discussed under a section related 
to licenstnc" of the electronic search tool and the petition 
aenerallv (Petition, pages 10 and 11} , it is presumed that 
Petitioner ' intends to" have the termination provision app* y 1 to the 
waiver of paper copies if that alcne is granted. 
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37 CFR 1.133 provides relief for extraordinary situations, when 
justice raouires suspension of any requirement of the regulations 
which is nor a requirement of the statutes. The instant petition 
urces that not only would applicant be spared the necessity of 
submitting duplicative paper copies of references in 200 
applications, but also the Office would benefit from not having 
to* handle and store the duplicative sets of copies. While there 
may" be seme negative effects from the Office's point of view in 
terms of makina the copies available to different examiners 
handling the various applications, 10 on balance, there is seen to 
be sufficient benefit to justify waiver in this instance. 

Accordingly, the petition under 37 C?R 1.18 3 is granted to the' 
extent indicated and under the terms and conditions as are set 
forth below. 11 


10 Even thought the technology of the applications may_ be 
rel=>t«d, the specific claims of the applications may require 
J,- ~ a Z a ' n - classifications of the applications and the quantity of 
applications would dictate the need for mere than one examiner to 
timely examine the applications. 

"The waiver being granted in this instance is not intended 
to set ~a"~generai precedent where there is mere than or.e_ 
application containing related subject matter. The Office, _ 
h'oweve-, intends to use the instant grant to study whether tne 
opportunity for waiver can be extended to ether applicants m 
sim^a*- umst=nces, and whether a more general program can be 
announced?" "one factor that will be considered is the _ extent _ to _ 
which relevant information (that may not be necessari-y ra^uirec • 
bv € i 56(b) but which would nonetheless be useful to the 
examiner, e.a., § 1.56(a)(1) and (2)), is submitted rather tnan 
huge dumps of nenreievant or marginally relevant information. 

t*- -'s noted' that while the petition only refers zo the 
submission of citations that are made by both U.S. and foreign 
examiners, the term "include" is used (Petition, cage 2) wnich is 
one" ended. The Petition states that it is the intention to 
submit" a~ccov every reference identified both by u.S. 
examiners in' the 200 U.S. applications and by foreign examiners 
in as ma~v =s 40 corresponding foreign applications " zor eacn U.S. 
application" (Petition, page 3). It has net been stated whether 
-'he current S~l reference citations currently cf record represent 
orJv^-hcse citations made by U.S. and foreign examiners *r= 
whether they include citations from other sources, sucn as=. a 


1) 

2) 


3) 
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The § 1 93(a) (2) requirement for (the submission of) a copy of 
each IDS citation in a bul'< filing application will be waived in 
the bulk filing application provided that the following J 
conditions are complied with: 

Three paper copies of each IDS citation are or have 
beer." submitted' to the Office; 

f ha fbulk filing) apDlicaticn for which waiver of 

a8'a)(2) is desired refers to the instant holding 
application, such as by a claim of priority under 35 
u'.S.C. 120, or as containing related technology ; 

The information is or has also been cited in the 
holding application; 

Note- ^oolicant is not required to cite in each bulk 
^ii^c ao'oiication every item of information t.nat is 
-i-»d~<n"the instant holding application. Items should 
beV^d 4 n each bulk filing application on the basis 
G -- .:i": vanC v and materiality to the particular claims 
in the bulk' filing application and what eacn piece or 
information teaches . 

a waiver is not granted (for the requirement to supply 
a oao- coov of an IDS citation in another bulk filing 
=Dol : ' cation) where the citation is not, or nas not 
been, made in the instant holding application. 

A copy of this Decision is filed in the bulk -filing 
application; 

="xDl=T.arorv information related to a particular 
^"-at^on, such as the concise explanation or a _oreign 
i Indulge reference under § 1.95(a)(2), once submitted 
■ In'"^e -hoidina amplication must be supplied in eacn 
buik'fiiir.g application where the citation is mace. 

The Office accepts and specifically reserves the 
to terminate the waiver grant in regard to s 98(a) (2) 

X~ ^ _ „■ „_ ^~ -a=crt^c ~- «;:!r_h ?V5nt . a tWO 


S) 


zionch ceriod will be given where ?a?er ccpies would 


without: prevision of reasons. 


p reexamination sea 
Petition, page 19 


• A — o — ~ ' / = r> p < See al ^> * 
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have to be supplied in all applications where new 
citations are made. Should a termination of the waiver 
be desired by the Office, the Office will provide 
written notice to the correspondence address of record. 
Termination by applicant may be by returning to 
compliance with § 1.98(a) (2) without formal notice 
thereof and no transition/continuing period after 
termination is required. 

7) The grant of the § 1.183 petition re § 1.93(a) (2) does 
nor indicate that the Office would favorably treat a 
petition to suspend action under § 1.103(a) should the 
instant application be allowed. Issuance of the 
instant application as a patent is not seen to ^ 
terminate" it3 usefulness either: (1) as a holding 
acpiication for references by examiners working on 
other related applications, 11 or (2) as a vehicle for 
the storage of references to be cited even after the 
oatent issues (35 U.S.C. 301, 37 CFR 1.501, and MPEP 
2202) . Should the instant application become 
abandoned, the issue of continued introduction of paper 
copies of new. citations could be taken up at that time. 
The Office, however, may consider suspending or taking 
other approoriate action in the instant holding 
application" in the event the holding application is 
allowed, if it is in the best interest of the Office to 
do so . 

9) The Office has established a series of Official Digests 
ir. Class 174 based on the technology represented by the 
instant invention (a classification schedule tharecf is 
attached) . As is the case will ail Digests, their 
usefulness will be continually evaluated. The Office 
will place the. holding application's references in the 
Digests as they are determined to require such 
oiacement and as new ones are brought to the attention 
of the Office either by Petitioner or a third party. A 
search of the Digests themselves or what they contain 
(such as the holding application or reference copy 
sets) , either in paper copy or electronic form, will be 
v 


v 


12 The oatent file can be kept ir. the Technology Center for 
easv reference, or rather than rely upon the patent, either the 
reference" set of caoer copies could be utilized, or rhe*5:*£ice 
may^decice to rely on the Digests being created. ; ^ 
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conducted when mandatory based on the classification of 
the claims, or when deemed advisable - on a case by 
case basis. 

?arr TV. Summary 

A Decision on the Petition under 37 CTR 1.132, drawn toward 
submission of the electronic search tool, will be acred upon in. 
due course when ail outstanding issues are resolved. 

The petition under 27 CFR 1.133 agreeing to supply three copies 
of each IDS citation in a holding application and requesting 
waive- of the caner copy requirement: for submission in every, 
related application under § 1.98(a)(2) is granted, however, the 
following is not agreed to: 

the grant of a future petition under 37 CFR 1.103 for 
suspension from publication of the holding application 
should it be allowed, 

the reouired search of subclasses from one of the three 
sets of paper copies and placement of one of the other 
sets of paper copies therein, and 

any termination provision more than two months (rather 
than the three months that the petition sets forth) 
from notice of termination. 

?a r r V. Further Corres pondence 

"u-ther corresaondar.es with respect to this matter should be 
addressed to Hiram K. Bernstein, Senior Legal Adviser, Special 
Program Law Office, as follows: 

3v mail: Commissioner of Patents and Trademarks 
3ox DAC 

Washington, D.C. 20231 

3v FAX: (703) 203-5916 

Attn': Special Program Law Office 

3y hand: Special Program Law Office 

Crystal Plaza Four, Suite 3C23 
2201 South C!ar!< Place 
Arlington, VA 22202 

> 

ir.cuiries specific to this natter should be directed to 


Teisohon; 


Mr. *3ernstein at '."03) 305-9285. 
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The instant application will be retained by this Office: for a 
pericd^s^ TWO MONTHS to await any response to the instant 
Dee^Ti^JnT and for the purpose of continuing review of the § 1.132 

electronic search tool. ^ 



Law Office 

puty Assistant Commissioner 
fey and Projects 


Attachment: List of Digests 13-33 


4 


Digest 13 HIGH VOLTAGE CABLE (E.G., ABOVE 10KV CORONA PREVENTION, ETC) 
DiLtl4 Having a particular cable application (e.g., winding, etc) 

Dieest 15 " In a power generation system (e.g., prime-mover dynamo generator system, etc) 
Dteft 16 " In a motive power system (eg., electric motor control system, etc) 
£Xst 17 . fa an electric power conversion, reflation, or protection system 
Digest 18 ..In a power distribntion network 
Digest 19 .. fa a dynamo-electric machine 

Digest 20 ...Stator 

Digest 21 ... Rotor 

Digest 22 ... Winding, per se 

Digest 23 -.In a circuit breaker, relay, or switch 

Digest 24 ..In an inductive device (e.g., reactor, electromagnet, etc) 

Digest 25 ...Transformer 

Digest 26 .Having a plural-layer insulation system 
Digest 27 . - Including a semiconductive layer 
Digest 28 .. .Plural semiconductive layers 
Direst 29 . Having a semiconductive layer 

Digest 30 . Having insulation with a particular dimension or geometry 
Digest 31 .Having a shield or metallic layer 

nicest 32 .Having means for cooling . 
Digest 33 . Method of cable manufacture, assembly, repair, or splicing 


V 


Date 
Considered 


• Examiner- Initial if reference is con sidered, whether or not citation is in conformance with MPEPO 609; Draw line 
\SZ7nT^conioLnce and not considered. Include copy of this form w.th next commun.cat.on to applicant. 


ALTERNATE FORM PTO-1449 
^ (Corrected Listing of Original List) 



Date 

Considered 

-= , r , r .,.„ f . considereo whether or not citato is in c onformance with MPEPO 609; Uraw line tr.ro.13h 

jammer: .n.^en^cc— , ^ ngy , _^ mn „ app „ can ,. . 


96 


97 


98 


99 


100 



ALTERNATE FORM PTO-1449 
Corrected Listing of Original List) 


IE. Adam 


J. Trautner et al 
R. Camahan et al 


2/78 


110/17/78 


101 IUS41 34036 


11/9/79 


M. Olsson et al 


H. Platzer 
G. Curtiss 


102 IUS4134055 11/9/79 |M. Akamatsu 


103 |US4134146 11/9/79 | 


E. Stetson 


104 IUS4149101 


105 IUS4152615 


1 4/10/79 (A. Lesokhin et al 
15/1/79 |R. Calfo et al 


106 1US4160193 


[7/3/79 


107 IUS4164672 


B/14/79 


|A. Richmond 
|C. Flick 


108 IUS4164772 18/14/79 N. Hingorani 


109 IUS41 77397 


112/4/79 


nn IUS4177418 112/4/79 


John Lill 

IK. Brueckner et al 


111 IUS4184186 


112 IUS4200817 


11/15/80 
I4/29/8Q 


P. Barkan 


Bratoljic 


113 US4200818 


IUS4206434 
juS4207427 


t/29/80 


Ruffing et al 


i/3/80 
16/10/80 


Hase 
|G. Beretta el al 


|US4207482 
IUS4208597 


16/10/80 
16/17/80 


|US4229721 
1US4238339 


110/21/80 
112/9/80 


Neumeyer et al 
Mulach et al 
Koloczek et al 
, Khutoretsky et al 



Date 

Considered 


Examiner 


ALTERNATE FORM PTO-1449 
^^^rrected Listing of Original List) 



Examiner 


ALTERNATE FORM PTO-1449 
rrected Listing of Original List) 


198 (US4864265 (9/5/89 (L Feather et al 



199 1US4883230 |1 1/28/89 |L Lindstrom 


200 IUS4894284 |1/16/90 |S. Yamanouchi et al 


201 1US4914386 (4/3/90 (S. Zocholl 


202 1US4918347 


14/17/90 


. Takaba 


203 IUS4918835 


K/24/90 


H. Wcislo et al 


204 (US4924342. 


(5/8/90 


|R. Lee 


205 IUS4926079 


|5/1 5/90 |P. Niemela et al 


206 IUS4942326 [7/17/90 M- Butler, 111 et al 


207 1US4949001 B/14/90 |S. Campbell 


208 |US4994952 


j2/19/91 }D. Silvaetal 


209 |US4997995 


13/5/91 


!M. Simmons et al 


210 IUS5012125 


14/30/91 ID- Conway 


211 IUS5036165 


17/30/91 |R. Elton et al 


212 IUS5036238 


17/30/91 M. Tajima 


213 |US5066881 111/19/91 


R. Elton et al 


214 (US5067048 


11/19/91 IR. Elton et al 


215 US5083360 


1/28/92 M. Valencic et al 


216 US5086246 


I2/4/92 


Dymond et al 


217 1US5094703 j3/10/92 |M. Takaoka et al 


218 IUS5097241 


13/17/92 |E. Smith etal 


219 IUS5097591 (3/24/92 |M. Wcislo et al 


220 IUS5111095 


(5/5/92 


(J. Hendershot 


221 |US5124607 


i6/23/92 (J. Rieber et al 


222 IUS5136459 


(8/4/92 


(D. Fararooy 


223 1US5140290 18/18/92 (H. Dersch 


224 |US5153460 110/6/92 |L. Bovino et al 


225 (US5168662 


|1 2/8/92 |K. Nakamura et al 


226 |US51 87428 


(2/16/93 |R. Hutchison et al 


227 
228 


1US5235488 
IUS5246783 


18/10/93 
(9/21/93 


jS. Koch 
jL. Spenadel et; 


229 (US5264778 


230 |US5304883 


|1 1/23/93 
'4/19/93 


|D. Kimmel et a I 


[i. Denk 


231 (US5305961 


'4/26/93 (A. Errard et ai 


232 IUS5321308 


6/14/93 (A. Johncock 


233 (US5323330 


(6/21/93 G. Asplund et al 


234 
235 


IUS5325008 
IUS5327637 


(6/28/94 
17/12/94 


(J. Grant 
,0. Britenbach et al 


236 1US5341281 

237 (US5343139 


I8/23/94 
(8/30/94 


238 (US5355046 


110/11/94 


239 


US5365132 


240 
241 


(11/15/94 


G. Skibinski 
L. Gyugyi et al 


K. Weigelt 


J. Hann et al 


US5387890 
US5397513 


(2/7/95 
i3/14/95 


P. Estop et al 
C. Steketee, Jr. 
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